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Final Rejection 

The Status of Claims 

Claims 1-10 are pending. 
Claims 1-10 are rejected. 

Claim Rejections - 35 USC $112 

Applicants' argument filed 7/21/08 have been fully considered but are not 
persuasive. 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and use the same and shall set forth the best mode contemplated by the inventor of carrying 
out his invention. 

The rejection of Claims 1-9 under 35 U.S.C. 112, second paragraph, has 
been withdrawn due to the modification of claim 1; however, regarding the claim 
10, the rejection of Claim 10 under 35 U.S.C. 112, second paragraph, has been 
maintained in spite of the modification made in the claim 10. 

Claim Rejections - 35 USC $ 102 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 
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A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

In view of the modification made in the claim 1 and applicants' argument, 
The rejection of Claims 1-10 under 35 U.S.C. 102(b) as being anticipated 
clearly by Gillet et al (US 6,538,141 ) has been changed to the rejection of 
Claims 1-10 under 35 U.S.C. 103(a) as being unpatentable over Gillet et al (US 
6,538,141). 

The rejection of Claims 1-10 under 35 U.S.C. 102(b) as being 
anticipated clearly bv Gillet et al (US 6.538.141) has been changed to the 
rejection of Claims 1-10 under 35 U.S.C. 103(a) as being unpatentable over 
Gillet etal (US 6.538.141). 

Claim Rejections - 35 USC § 103 

This application currently names joint inventors. In considering 
patentability of the claims under 35 U.S.C. 103(a), the examiner presumes that 
the subject matter of the various claims was commonly owned at the time any 
inventions covered therein were made absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 CFR 1 .56 to point out the inventor 
and invention dates of each claim that was not commonly owned at the time a 
later invention was made in order for the examiner to consider the applicability of 
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35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 
U.S.C. 103(a). 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 
148 USPQ 459 (1966), that are applied for establishing a background for 
determining obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at 
issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1-10 are rejected under 35 U.S.C. 103(a) as being unpatentable 

overGillet et al (US 6,538,141). 



.Gillet et al discloses the preparation of secondary nitroxide radicals in the 
following example (see col. 9 , Ex. 1 ): 
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EXAMPIJE 1 

Pj_pit i <>■) i {2 j\s o-icfamcshvl-pipcrtdinc) N- 
wmk (TEMPO) 

An organic solution consisting of 5 g of 2,2*6,6- 
tetramtthx lpipcriduic (i.e. 0,0354 moi) dissolved in 20 ml of 
dicbloraoiethaae is prepared with stirring in a 100 oil 
round-bottomed rlask fitted with 2 dropping, funnels, a 
condenser, a pH-measuring probe and a stirrer. 20 ml of 
water are then added to this solution so as to have a 
two-phase system. Next, 10.8 g of a 40% solution of 
peraoetie acid 4n leet^ nesd . m upieous >v h\ weight 
K 2 CG 3 solution are introduced (with stirring) slowly and 
simultaneously, The molar amount of peraeelic acid intro- 
duced is 0.0568 mol, which corresponds to a peraeetic 
»Kt 1 uomc molai ratio of 1.6. 

The amount of aqueous K. 3 €0 3 solution is adjusted such 
that the pH of the aqueous phase of the two-phase medium 
is maintained at between 7.2 and 7.5 in the course ol the 
addition, 

20 minutes after the addition, the total disappearance of 
the amine and the formation of TEMPO are found by gas 
chromatography (GO), 

The reaction is stopped and K i O solution is added so 
as to obtain a pH equal, to % and the red-colored TEMPO is 
ilka iMiaIu! with C1KCL. 

Evaporation of th< iolvent gives 4 f g of TEMPO witl t 
melting point equal to 36* C The purity of the TEMPO is 
checked by GC relative to a sample of pure product (purity 
gixatu than w, j xsd In Uu, cmparo \ldndi 

Mass s|x;ctruro (m/c): 1.57 (M*!) 

The yield of TEMPO relative to I he amine used is 88%. 
However, the instant invention differs from the prior art in that the claimed 
base is used in the form of a solid instead of the aqueous basic solution in the 



prior art process. 
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Even so, with respect to the use of the base in the form of the solid, the 
prior art does disclose potentially the use of the solid base in the process in 
consideration of a generic teaching which describes an aqueous solution of a 
carbonate or hydrogen carbonate of an alkali metal or of an alkaline earth 
metal so that the pH of the aqueous solution of the two phase medium is 
maintained at a value from 5 to 9 (see col. 3 .lines 9-13); among the examples 
of carbonates of alkali metal or the alkaline earth metal elements, there are 
UCO3 and SrCC>3 , which are naturally slightly soluble in water according to 
Hawley's The Condensed Chemical Dictionary (see year 1971 ,8 th ed., pages 
523 and 829); therefore, they can partially remain in the solid form and be used 
in the solid form just as the claimed process is intended to perform it in that 
manner. Therefore, it would have been obvious to the skilled artisan in the art to 
be motivated to use the carbonates of alkali metal or the alkaline earth metal 
elements in a solid form in order to control the formation of water as well as the 
pH of the reaction mixture. This is because the skilled artisan in the art would 
expect such a manipulation to be within the purview of the skilled artisan in the 
art as shown in the prior art. 

Applicants' Argument 
Applicants argue the following issues: 

a. The high volume of water is produced by the prior art process unlike 
the claimed process; 
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b. The claimed invention uses only enough water to dissolve the salts 
resulting from neutralization of the acids derived from the added peracid; 
tables 1 and 2 of the instant invention illustrate the differences in 
solubilities of these salts and the different amounts of water needed for 
the prior art process. 

Applicants' arguments have been noted, but the arguments are not persuasive. 

First, regarding the first and second arguments, the Examiner has noted 
applicants' arguments. However, as indicated in the above, in addition to the 
data of tables 1 and 2 of the instant invention, among the other examples of 
carbonates of alkali metal or the alkaline earth metal elements, there are UCO3 
and SrCC>3 , which are naturally slightly soluble in water according to Hawley's 
The Condensed Chemical Dictionary (see year 1971 ,8 th ed., pages 523 and 
829) ; therefore, they can basically be used in the solid form just as the claimed 
process is intended to perform it in that manner. Therefore, it would have been 
obvious to the skilled artisan in the art to be motivated to use the carbonates of 
alkali metal or the alkaline earth metal elements in a solid form in order to 
control the formation of water as well as the pH of the reaction mixture. This is 
because the skilled artisan in the art would expect such a manipulation to be 
within the purview of the skilled artisan in the art as shown in the prior art. 
Therefore, the prior art is still relevant to the claimed invention. 

Therefore, applicants' argument is not persuasive. 
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Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection 
presented in this Office action. Accordingly, THIS ACTION IS MADE FINAL. 
See MPEP § 706.07(a). Applicant is reminded of the extension of time policy as 
set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Taylor Victor Oh whose telephone number is 
571-272-0689. The examiner can normally be reached on 8:30-5:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Janet Andres can be reached on 571-272-0867. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 



/Taylor Victor Oh/ 

Primary Examiner, Art Unit 1625 

10/26/08 



